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1. Patent Strategy for Optimizing Costs
The various possibilities to obtain IPRs and in particular patents in certain regions, like Europe, create the chance that an innovator and potential patentee, resp., wishing to protect its technology e.g. in Europe makes use of various systems in a particularly smart form, as far as cost aspects are concerned. In the following it will be discussed in which way Small and Medium sized Entities (SMEs) in Europe, particularly Germany, as well as universities achieve cost minimization, at the same time guaranteeing the full legal advantages of patent protection in Europe and beyond.
Further aspects how to proceed in relation to patenting also will be explained in some detail as follows:

1.1. Homework

For obvious reasons, a potential German patentee wishing to protect inventions in Europe, as an example, and looking for cost savings should do as much of the work necessary to protect its technology in its home country, e.g. Germany, but similarly this would apply to e.g. companies and universities in Singapore, by himself. The best way to do so, first of all, is to conduct an internal patent search and preliminary determining whether the technology is protectable by a patent or not. After that has been done, a priority basing “home” application is usually made, based on the priority of which in accordance with the Paris Convention (PC) within a term of 12 months after the application date in the home country foreign applications can be made. It should be stressed that the application from the very beginning should be drafted in such a manner that it as closely as possible corresponds to the requirements of e.g. the European Patent Office, so that lateron, namely whenever filings covering Europe according to one of the methods available are conducted, only minimum modifications are still necessary.

Besides of that, the inventor and applicant might wish to pre​pare an English language version of the application al​ready so that, when filing in English speaking countries, including EPC, no translations costs will arise. 
1.2. Domestic “Test” Application
First of all, after the “homework” in accordance with 1.1. has been done, a “test” application on the respective invention is drafted and filed at the German Patent Trademark Office (GPTO). At the filing date, already, of the respective patent application, request for examination is filed.  The total cost for preparing the patent application, through an IP practitioner, including the official filing fees at the GPTO, usually are about 3.000,00 – 5.000,00 EUR. As a matter of course, also other patent offices could be used, like the EPO or any other patent office which guarantees that well before the end of the Paris Convention term of 12 months, say: 10 months after filing date of the “test” application latest, a first (qualified) search or examination report issues. It should be duly noted, in this procedure, that SMEs of the aforementioned kind usually do not conduct an external search, since such a search, with evaluation by an IP practitioner/attorney, would cause additional cost of about 4.000,00 EUR, which would be of little use in case that lateron still a patent application of the aforementioned kind would have to be filed. The recommendation generally given by practitioners, and certainly by the Presenter, is: no cost for external search, rather using the aforementioned domestic “test” application as instrument for, at the same time, getting the search done, and securing a priority date. 

1.3. Use of PCT

If the search/examination report in case of the test application discussed above is positive, within the 12 months priority term of the Paris Convention a PCT application is filed, possibly even combining several priorities, with cost of, on German cost level, about 4.000,00 to 5.000,00 EUR, including official and agent’s fees. In other words, at this point of time, i. e. 12 months after the original filing date, in order to secure practically world-wide patent protection possibilities, an investment of 4.000,00 to 5.000,00 EUR has to be made, compared with 40.000,00 to 50.000,00 EUR, which otherwise would have to be invested if filing national/regional patent applications, without going through PCT, in, say, 5 – 10 countries, at this stage. 

Only at the end of the 30 months term of PCT, with no request according to Chapter II being made, nationalization/regionalization under PCT takes place. Only at that time, i. e. 18 months after the end of the Paris Convention term, the aforementioned investment of 40.000,00 – 50.000,00 EUR for foreign filings has to be made. In other words, an investment of 40.000,00 to 50.000,00 EUR is shifted, by the aforementioned procedure, by 18 months. The saved bank interest, for this procedure, amounts to about 7.500,00 EUR. If one compares the saved bank interest of 7.500,00 EUR with the PCT cost of 4.000,00 – 5.000,00 EUR, on average, the total cost saving per case, just because of using the time-shift enabled by PCT, is about 3.000,00 EUR. 

All this has caused, and still causes, many applicants in e.g. Germany, both big companies and SMEs, but particularly universities, strictly to use PCT, since the PCT route gives, beyond of other advantages, like international search report etc., the possibility to get additional time available for finding licensees, negotiating license agreements, and finally, concluding them. Usually, in such a license agreement one then will have found a possibility to burden the cost of the international filings, after the national phase of PCT, to the licensee. 

1.4. “Nationalisation” of PCT Application?

In case of German universities, particularly, there seems to be the strict rule that the university would finance the first patent filing, furthermore finance the PCT application, additionally help the university inventor(s) to find (a) licensee(s), but not finance anything anymore beyond the international phase (30/31 months after first filing) of the PCT application. The rational behind this is the following: If no licensee has been found, say, 29 months after first filing, there is not a high probability that a chance for licensing still could be found within the next 1 - 2 month(s). Rather, universities in such a case usually give the invention back to the inventor, wish him “good luck”, so to say, and the inventor then is free to try to still commercialize the invention after having entered national applications in the interested countries after the international PCT phase, but at his own cost and risk.
